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Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
3/29/2010 has been entered. 

Response to Amendment 

This Office Action is responsive to the amendment filed on 9/9/2009. Claims 1 1 
and 12 have been added. Claims 1 and 3-12 are pending. Applicant's arguments have 
been considered. Claims 1 and 3-12 are non-finally rejected for reasons stated herein 
below. 

Information Disclosure Statement 

The Information Disclosure Statement (IDS) filed 5/6/2010 has been placed in 
the application file and the information referred to therein has been considered. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi (US 2005/0008936) in view of Yano (US 6235428) and Tanigawa (US 
2002/0024041). 

Takahashi discloses an alkaline battery comprising a positive electrode, a 
negative electrode and an alkaline electrolyte, said positive electrode including a 
positive electrode material mixture containing manganese dioxide and nickel 
oxyhydroxide [0072]. 

Regarding the limitation "electrolytic" manganese dioxide, it has been considered 
but was not given patentable weight because the courts have held that the method of 
forming the product is not germane to the issue of patentability of the product itself. 

Takahashi discloses that at least one of Zn, Co, and Mg can be dissolved in the 
nickel oxyhydroxide [0191]. Takahashi discloses a tap density of 2.0 to 2.5 g/cm A 3 after 
200 taps [0057]. Regarding the number of taps, it is a method determining the number 
of taps. The Examiner notes that 200 taps of Takahashi and 500 of Applicant's taps 
would results in similar tap density. 

Takahashi discloses an average particle size of 5 to 50 urn [0069]. In the case 
where the claimed ranges "overlap or lie inside ranges disclosed by the prior art" a 
prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 
(CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). See 
MPEP 2144.05. 
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Takahashi does not disclose the average nickel valence. Yano teaches a nickel 
oxyhydroxide serving as the positive electrode active material preferably has a valence 
of nickel of 3.0 through 3.8 when fully charged. Yano teaches that the nickel valence 
affects the battery capacity, thus clearly teaching that nickel valence is a result effective 
variable. See Table 10. It has been held by the courts that discovering an optimum 
value or workable ranges of a result-effective variable involves only routine skill in the 
art, and thus not novel. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). See 
MPEP 2144.05. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to vary the valence of nickel oxyhydroxide, as taught by Yano, 
for the benefit of obtaining sufficient discharge capacity. Further, it has been held that a 
prima facie case of obviousness exists where the claimed ranges and prior art ranges 
do not overlap but are close enough that one skilled in the art would have expected 
them to have the same properties. Titanium Metals Corp. of America v. Banner, 778 
F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). See MPEP 2144.05. 

Takahashi discloses that at least one of Zn, Co, and Mg can be dissolved in the 
nickel oxyhydroxide [0191], but does not disclose the amount of Mg. Tanigawa teaches 
of dissolving 3 wt% Mg in 100 parts by wt nickel oxyhydroxide [0085]. Elements are 
added to a positive active material to improve the capacity (See Table 2). It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to add 
various amounts of dissolved elements for the benefit of increasing the capacity of the 
battery. Tanigawa clearly teaches that the dissolved element is a result effective 
variable. It has been held by the courts that discovering an optimum value or workable 
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ranges of a result-effective variable involves only routine skill in the art, and thus not 
novel. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). See MPEP 2144.05. 

Regarding claim 3, the amount of nickel oxyhydroxide is 30 wt%, thus the 
amount of manganese dioxide is 70 wt% [0074]. 

Regarding claim 4, said positive electrode material mixture further comprises 
graphite powder. See Abstract. The ratio of the active material and graphite is 10:1 
[0046]. The ratio would be the same for the active material of manganese dioxide and 
nickel oxyhydroxide [0074]. Thus, the amount of said graphite conductive material is 
1/(10+1), or 9% relative to the total amount of said manganese dioxide, said nickel 
oxyhydroxide and said graphite conductive material contained in said positive electrode 
material mixture. 

Regarding claim 5, Takahashi does not disclose the electrode material mixture 
further comprising a rare-earth oxide. Yano teaches of adding a rare-earth compound, 
such as a Y203, to the nickel oxyhydroxide active material (12:37, 65). The amount 
added is 1/(100+10+1), or 0.9%. Yano discloses that adding a rare-earth compound 
prevents battery leakage compared to battery C3 that does not contain a rare-earth 
compound (12:45, Table 8). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to add a rare-earth compound, such as Y203, for 
the benefit of preventing battery leakage. 
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Claims 6, 8-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi (US 2005/0008936) in view of Yano (US 6235428). 

Takahashi discloses an alkaline battery comprising a positive electrode, a 
negative electrode and an alkaline electrolyte, said positive electrode including a 
positive electrode material mixture containing manganese dioxide and nickel 
oxyhydroxide [0072]. 

Regarding the limitation "electrolytic" manganese dioxide, it has been considered 
but was not given patentable weight because the courts have held that the method of 
forming the product is not germane to the issue of patentability of the product itself. 

Takahashi discloses that at least one of Zn, Co, and Mg can be dissolved in the 
nickel oxyhydroxide [0191]. Takahashi discloses a tap density of 2.0 to 2.5 g/cm A 3 after 
200 taps [0057]. Regarding the number of taps, it is a method determining the number 
of taps. The Examiner notes that 200 taps of Takahashi and 500 of Applicant's taps 
would results in similar tap density. 

Takahashi discloses an average particle size of 5 to 50 urn [0069]. In the case 
where the claimed ranges "overlap or lie inside ranges disclosed by the prior art" a 
prima facie case of obviousness exists. In re Wertheim, 541 F.2d 257, 191 USPQ 90 
(CCPA 1976); In re Woodruff, 919 F.2d 1575, 16 USPQ2d 1934 (Fed. Cir. 1990). See 
MPEP 2144.05. 

Takahashi does not disclose the average nickel valence. Yano teaches a nickel 
oxyhydroxide serving as the positive electrode active material preferably has a valence 
of nickel of 3.0 through 3.8 when fully charged. Yano teaches that the nickel valence 
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affects the battery capacity, thus clearly teaching that nickel valence is a result effective 
variable. See Table 10. It has been held by the courts that discovering an optimum 
value or workable ranges of a result-effective variable involves only routine skill in the 
art, and thus not novel. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). See 
MPEP 2144.05. It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to vary the valence of nickel oxyhydroxide, as taught by Yano, 
for the benefit of obtaining sufficient discharge capacity. Further, it has been held that a 
prima facie case of obviousness exists where the claimed ranges and prior art ranges 
do not overlap but are close enough that one skilled in the art would have expected 
them to have the same properties. Titanium Metals Corp. of America v. Banner, 778 
F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). See MPEP 2144.05. 

Regarding claim 8, Takahashi discloses that the amount of nickel oxyhydroxide is 
30 wt%, thus the amount of manganese dioxide is 70 wt% [0074]. 

Regarding claim 9, Takahashi discloses that said positive electrode material 
mixture further comprises graphite powder. See Abstract. The ratio of the active 
material and graphite is 10:1 [0046]. The ratio would be the same for the active material 
of manganese dioxide and nickel oxyhydroxide [0074]. Thus, the amount of said 
graphite conductive material is 1/(10+1), or 9% relative to the total amount of said 
manganese dioxide, said nickel oxyhydroxide and said graphite conductive material 
contained in said positive electrode material mixture. 

Regarding claim 10, Takahashi does not disclose the electrode material mixture 
further comprising a rare-earth oxide. Yano teaches of adding a rare-earth compound, 
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such as a Y203, to the nickel oxyhydroxide active material (12:37, 65). The amount 
added is 1/(100+10+1), or 0.9%. Yano discloses that adding a rare-earth compound 
prevents battery leakage compared to battery C3 that does not contain a rare-earth 
compound (1 2:45, Table 8). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to add a rare-earth compound, such as Y203, for 
the benefit of preventing battery leakage. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi (US 2005/0008936) in view of Yano (US 6235428) as applied to claim 6, 
further in view of Tanigawa (US 2002/0024041). 

Takahashi modified by Yano teaches all the elements of claim 6. Takahashi 
discloses that at least one of Zn, Co, and Mg can be dissolved in the nickel 
oxyhydroxide [0191], but does not disclose the amount of the dissolved element. 
Tanigawa teaches of dissolving 3 wt% Mg in 100 parts by wt nickel oxyhydroxide 
[0085]. Elements are added to a positive active material to improve the capacity (See 
Table 2). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to add various amounts of dissolved elements for the benefit of 
increasing the capacity of the battery. 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi (US 2005/0008936) in view of Yano (US 6235428) and Tanigawa (US 
2002/0024041) as applied to claim 4, further in view of Hayashi (US 6027834). 
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Takahashi modified by Yano and Tanigawa does not teach wherein said positive 
electrode material mixture further comprises at least one rare-earth oxide selected from 
the group consisting of Er203, Tm203, Yb203 and Lu203, and the amount of said 
rare-earth oxide. Hayashi teaches of incorporating rare earth oxides to a positive 
material in an alkaline battery. The positive active material includes among other 
materials, nickel oxide and nickel oxyhydroxide (3:10-15). Hayashi teaches that the 
addition of rare earth oxides improves the efficiency of the positive electrode at the time 
of charging at high temperatures. See Abstract. Examples include Er203 and Yb203. 
See Table 1 . It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to add Er203 and Yb203 to the positive active material of 
Takahashi modified by Yano and Tanigawa, as taught by Hayashi, for the benefit of 
charging the battery at a higher temperature. Hayashi teaches that the rare earth oxide 
is a result effective variable. It has been held by the courts that discovering an optimum 
value or workable ranges of a result-effective variable involves only routine skill in the 
art, and thus not novel. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). See 
MPEP 2144.05. 

Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi (US 2005/0008936) in view of Yano (US 6235428) as applied to claim 9, 
further in view of Hayashi (US 6027834). 

. Takahashi modified by Yano does not teach wherein said positive electrode 
material mixture further comprises at least one rare-earth oxide selected from the group 
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consisting of Er203, Tm203, Yb203 and Lu203, and the amount of said rare-earth 
oxide. Hayashi teaches of incorporating rare earth oxides to a positive material in an 
alkaline battery. The positive active material includes among other materials, nickel 
oxide and nickel oxyhydroxide (3:10-15). Hayashi teaches that the addition of rare 
earth oxides improves the efficiency of the positive electrode at the time of charging at 
high temperatures. See Abstract. Examples include Er203 and Yb203. See Table 1. 
It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to add Er203 and Yb203 to the positive active material of Takahashi 
modified by Yano, as taught by Hayashi, for the benefit of charging the battery at a 
higher temperature. Hayashi teaches that the rare earth oxide is a result effective 
variable. It has been held by the courts that discovering an optimum value or workable 
ranges of a result-effective variable involves only routine skill in the art, and thus not 
novel. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA 1980). See MPEP 2144.05. 



Response to Arguments 

Applicant's arguments filed 3/29/2010 have been fully considered but they are 
not persuasive. 

Applicant asserts that claims 1 and 6 of the present disclosure claim a nickel 
oxyhydroxide having a valence of 2.95 to 2.99, and thus Yano actually teaches against 
the use of a battery of claims 1 and 6. Applicant asserts that Yano teaches a nickel 
oxyhydroxide positive electrode active material having a valence of 3.0 to 3.8. Yano 
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further states that when the nickel valence is less than 3.0, a sufficient discharge 
capacity is difficult to obtain (see, col. 4:35-40 of Yano). 

In response, it is the Examiner's position that Applicant's 2.95-2.99 is close 
enough to Yano's 3.0 that one of ordinary artisan would expect similar properties. 
Further, instant Specification [0072] Table 3 discloses similar discharge time between 
nickel valence of 2.99 and 3.02. Further, the instant Specification [0073] states that 
"The results of Table 3 show that the batteries P2 to P5 containing the solid solution 
nickel oxyhydroxides P2 to P5 having an average nickel valence of 2.95 to 3.05 in which 
Mg was dissolved exhibited higher characteristics during the high loaded discharge and 
pulse discharge than other batteries." Thus, the Examiner notes that Applicant's nickel 
valence of 2.95-2.99 would have been obvious in light of Yano's teachings. It has been 
held that a prima facie case of obviousness exists where the claimed ranges and prior 
art ranges do not overlap but are close enough that one skilled in the art would have 
expected them to have the same properties. Titanium Metals Corp. of America v. 
Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). See MPEP 2144.05. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cynthia Lee whose telephone number is 571-272-8699. 
The examiner can normally be reached on Monday-Friday 8:30am-5pm. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Ryan can be reached on 571-272-1292. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Cynthia Lee/ 
Examiner, Art Unit 1795 



